
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/656,601 



24131 



09/05/2003 



Mario Festag 



7590 



02/21/2006 



LERNER GREENBERG STEMER LLP 
P O BOX 2480 

HOLLYWOOD, FL 33022-2480 



M&N-IT-566 



7972 



EXAMINER 



CARPIO, IVAN HERNAN 



ART UNIT 



PAPER NUMBER 



2841 



DATE MAILED: 02/21/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Offit*c* Art inn ^ijmman/ 
vfifwc? nuuuii wiiff #f fffcif jr 


Application No. 

10/656,601 


Applicant(s) 

FESTAG ET AL. 


Examiner 

Ivan H. Carpio 


Art Unit 

2841 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 11-7-05 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Response to Arguments 

Applicant's arguments with respect to claims 22 and 25-42 have been considered 
but are moot in view of the new interpretation of the prior art rejection necessitated by 
amendment. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 22,25-32,37 and 39 rejected under 35 U.S.C. 103(a) as being 

unpatentable over Matsumiya (US Patent 6480390). 

With respect to claim 22 Matsumiya teaches a plug-in electronic module for 

plugging into a holding structure having a coupling partner with an electrical contact, 

the electronic module comprising: a housing (Fig. 13a, element 76); an electronic 

component (Fig. 13a, note it is understood that components inside element 76 are 

connected to contacts 22, column 1 paragraph 3) configured in said housing; at least 

one external electrical contact (Fig. 13a, element 22) connected to said electronic 

component, said external contact being fixed relative to said housing, said external 

electrical contact configured for contacting the electrical contact on the coupling partner 

(column 11, lines 7-9) during a plug-in operation in which the electronic module is 

plugged into the holding structure; and a mechanical protective device (Fig. 13a, 
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elements 78 and 76) for protecting said electrical contact from mechanical contact 
when the electronic module is not plugged into the holding structure, said protective 
device exposing said electrical contact when the electronic module is plugged into the 
holding structure such that said electrical contact comes into contact with the electrical 
contact on the coupling partner; said protective device includes a moving protective 
element being displaceable relative to said housing and being configured for moving 
between a first position and a second position (Fig. 13a, and 13b); said electrical 
contact is protected when said moving protective element is in said first position; said 
electrical contact is exposed when said moving protective element is in said second 
position; and said moving protective element moves from said first position to said 
second position when the electronic module is plugged into the holding structure. In 
this embodiment Matsumiya does not teach a spring element for holding said moving 
protective element in said first position in an unplugged state, said spring element 
allowing said protective element to move into said second position counter to a spring 
force during said plug-in operation. In another embodiment (fig. 9a and 9b) Matsumiya 
teaches a spring element (Fig. 9a, element 52) for holding said moving protective 
element in said first position in an unplugged state, said spring element allowing said 
protective element to move into said second position counter to a spring force during 
said plug-in operation. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to use the spring element 52 of Fig. 9a with the protective 
moving element 78 of Fig. 13a for the purpose of protecting the electrical contacts 22 at 
all times except when contacting the coupling partner. 



Application/Control Number: 10/656,601 Page 4 

Art Unit: 2841 

With respect to claim 25 and with all the limitations of claim 22 Matsumiya 
teaches that the protective element is a flat protective tongue that is displaceable 
longitudinally relative to said (Fig. 13a, element 78) housing. 

With respect to claim 26 and with all the limitations of claim 25 Matsumiya 
teaches that part of said protective tongue having a circulatory concave profile for 
mechanically guiding said spring element on said protective tongue (Fig. 13b). 

With respect to claim 27 and with all the limitations of claim 22 Matsumiya 
teaches one spring element (fig. 9a, element 52) for holding said moving protective 
element in said first position in an unplugged state; said spring element allowing said 
protective element to move into said second position counter to a spring force during 
said plug-in operation. 

With respect to claim 28 and with all the limitations of claim 27, Matsumiya 
teaches that said spring element is formed integral with said housing (Fig. 9a, element 
52). 

With respect to claim 29 and with all the limitations of claim 27, Matsumiya 
teaches that the spring element is a separate part that is mounted on said housing or 
inserted into said housing (Fig. 9a, element 52). 

With respect to claim 30 and with all the limitations of claim 22, Matsumiya 
teaches that moving protective element includes a stop (Fig. 13a, element 78 the front 
half) element for mechanically contacting the coupling partner during said plug-in 
operation such that said moving protective element is moved into said second position 
and said electrical contact is exposed. 
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With respect to claim 31 and with all the limitations of said moving protective 
element includes an end with an angled-away part (fig. 13a, element 78 the front 
peripheral surface) forming said stop element; and said angled away part is a first part 
of said moving protective element touched by the holding structure during said plug-in 
operation. 

With respect to claim 32 and with all the limitations of claim 22, Matsumiya 
teaches that said moving protective element is moveable into itself (Fig. 13a and 13b 
note that the 76 moves into element 78) and has an end connected firmly to said 
housing (Fig. 13b, element 78 the small bottom hook like protrusion that is connected 
to the bottom of the housing). 

With respect to claim 37 and with all the limitations of claim 22, Matsumiya 
teaches all of the limitations in this embodiment, fig. 13a,b, except does not teach 
specifically that the protective element is made of insulating material. In another 
embodiment Fig. 14a,b Matsumiya teaches that the protective element 82 is made of an 
insulating material (Column 1 1 , lines 62-65). It would have been obvious to make the 
moving protective element 78, out of an insulating material, as taught by fig. 14a, b 
element 82, for the purpose of elimination possible static discharge that could affect the 
internal components. Further more it has been found to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 125 USPQ 416. 
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With respect to claim 39 and with all the limitations of claim 22, Matsumiya 
teaches that said moving protective element is spaced apart from said contact in a first 
position (Fig. 13a, element 78). 

Claims 36,38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Matsumiya (US Patent 6480390) in view of Fischer (US Patent 6857791). 

With respect to claim 36 and 38, Matsumiya teaches all of the limitations except 
that he does not disclose expressly that said protective element is made of an 
electrically conductive material or that it is made of material that absorbs 
electromagnetic waves. Fischer teaches a module having a protective element made of 
an electrically conductive material (page 8, col.2, lines 9-10) or of a material that 
absorbs electro magnetic waves (page 8, col.2, lines 14-16). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to make the moving 
protective element from an electrically conductive material or of a material that absorbs 
electromagnetic waves because the use of these materials reduces interference 
radiation (Fischer column 2, lines 42-47). Further more it has been found to be within 
the general skill of a worker in the art to select a known material on the basis of its 
suitability for the intended use as a matter of obvious design choice. In re Leshin, 125 
USPQ416. 

With respect to claim 40 and with all the limitations of claim 22, Matsumiya 
teaches all of the limitations except that the electronic component includes an 
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optoelectronic transmitter, an optoelectronic receiver, or an optoelectronic transceiver. 
Fischer teaches a module including and optoelectronic transceiver, and optoelectronic 
receiver, or an optoelectronic transceiver (page 8, column 1 , lines 29-30). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have the 
electronic component to include an optoelectronic transmitter, an optoelectronic 
receiver, or an optoelectronic transceiver for the purpose of having the electronic 
module interact wirelessly with other electronic devices such as test devices. 

With respect to method claims 41-42, one skilled in the art would necessarily 
perform the recited method steps in connecting the electronic module to a holding 
structure. 

Allowable Subject Matter 

Claims 33-35 are allowed. The following is an examiner's statement of reasons 
for allowance: The primary reason fro indicating allowable subject matter is that there is 
simply no suggestion in the prior art that describes the moving protective element can 
be folded during said plug-in operation to expose said electrical contact, as in the 
claimed invention. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ivan H. Carpio whose telephone number is 571-272- 
8396. The examiner can normally be reached on M-R 6:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kammie Cuneo can be reached on 571-272-1957. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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